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Remarks 

The undersigned appreciates the Examiner's taking the time on September 
14 t 2005 to briefly discuss the tack-free nature of the coating formed in the 
claimed invention. This is not necessarily an issue, as discussed further below. 

The allowability of claims 10 and 15 in independent form is again gratefully 
acknowledged. However, these claims should be allowable in dependent form for 
the reasons set forth below. 

Withdrawn claims 1-5 are cancelled, without prejudice, herein. This is 
permitted under Rule §1.1 16(b)(1), which states that after a final rejection, "[a]n 
amendment may be made canceling claims". 

The present response amends independent claims 6 and 1 1 to more 
clearly recite that the hot melt is cured to form a coating in step (ivy This is 
supported by the specification, e.g., the paragraph bridging pages 5 and 6. This 
amendment is not seen as limiting/changing the scope of the claims, since these 
claims already included this recitation. Another reason the amendment should be 
acceptable under 37 CFR 1.1 16, is that it would place the application in better 
form for consideration in the event an appeal is necessary. 

Claims 6-9, 11-14, 16 and 17 continue to be rejected under 35 U.5.C. 103(a) 
as allegedly being unpatentable based on Karim. This rejection is respectfully 
traversed. 

The claimed invention relates to a process for forming a coating . In contrast, 
Karim discloses adhesive compositions for adhering two substrates together. 

This distinction is apparently disregarded in the Office Action, which states 
that because "the adhesive composition of Karim is coated on the substrate", "it 
is a coating, regardless of its composition or ultimate end-use." OA pA It is 
respectfully submitted that it is necessary to give patentable weight to the 
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distinction between adhesives and coatings based on the definitions thereof (see 
attached reference) and in accordance with established principles of 103 
rejections, as discussed below. 

An adhesive would not be used as a coating. This is clear from the attached 
reference's explanations of the differences between coatings and adhesives. 
Coatings Technology Handbook, 2 nd Ed., D. Satas and A. A. Tracton, 2001, p. 
396 (attached). According to the Coatings Technology Handbook, n [a] coating 
must adhere to only one substrate", while "an adhesive must adhere to one 
substrate, then to a second substrate." jd. Also, because a coating is exposed to 
the elements, certain performance properties are required of it. On the other 
hand, these performance properties are not required of an adhesive, since it Is 
"protected to a certain degree by being sandwiched between two substrates." Id. 

The Coatings Technology Handbook goes on to identify additional 
distinctions between coatings and adhesives, ail of which demonstrate that the 
skilled artisan would not use Karim's adhesive composition in a process of 
forming a coating, because there is no reason to think that an adhesive 
composition would properly function as a coating. 

In summary, it is submitted that a prima facie case of obviousness has not 
been established since there is no reasonable expectation that an adhesive could 
successfully be used to form a coating. One of the three requirements for 
establishing a prima facie case of obviousness is a reasonable expectation of 
success, which must "De found in the prior art and not based on applicant's 
disclosure/ 1 MPEP 706.020), citing In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 
(Fed. Cir. 1991). 

The fact that Karim identifies its composition as an adhesive must be 
considered in making a determination of obviousness; its composition or ultimate 
end-use cannot be disregarded, as it is in the Office Action. OA p.4. It is well 
established that "prior art must be considered in its entirety, including disclosures 
that teach away from the claims/' MPEP 2141 .02 VI., and that "the proposed 
modification cannot change the principle of operation of a reference." MPEP 
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2143.01 VI. Thus, KariitVs identification of its composition as an adhesive must 
be considered in analysing the reference and its role in an obviousness rejection. 
Also, Karim's composition cannot be changed from an adhesive to a coating in 
making an obviousness rejection, because that would change its principle of 
operation, according to the distinctions outlined in the attached Coatings 
Technology Handbook. 

In accordance with the above discussion, it is respectfully submitted that 
the claimed invention overcomes rejection based on Karim. 

For the sake of brevity, any statements in the Office Action not specifically 
discussed herein are not agreed to thereby. 

Please do not hesitate to contact the undersigned if there are any 
outstanding issues in this case. 



Akzo Nobel Inc. 
Intellectual Property Dept. 
7 Livingstone Avenue 
Dobbs Ferry, NY 10522-3408 
(914) 674-5466 



End. Coatings Technology Handbook. 2 nd Ed., D. Satas and A. A. Tracton, 2001, 



Respectfully submitted. 




Lainie^E. Parker 
Reg. No. 36,123 
Attorney for Applicant 



p.396- 
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